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Patent Case No. 



CIM01365K 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

x 

In re Application of: Anandan Palani, et al. 

Examiner Hong Liu 

For: MCH ANTAGONISTS AND THEIR USE 

IN THE TREATMENT OF OBESITY Group Art Unit: 1624 

Serial No.: 09/995.949 

Filed: November 28, 2001 : 



In response to the species election requirement mailed on February 3, 2003 for 
the above-identified application, applicants respond as follows. 

Claims 1-24 are pending in the application. The Examiner required the 
Applicants to elect a single disclosed species, even though this requirement is 



Applicants are puzzled by the restrictions of the claims by the Examiner and 
believe that claims 1-24 form part of one and the same invention. Applicants believe 
that when there is a linking generic claim encompassing the scope of all the 
compounds, and process of preparing them, it is inappropriate to restrict the invention 
to a single compound. Applicants also believe that due to such commonality, a 
complete examination of claims 1-24 would not cause undue burden. Applicants further 
believe that the same art search will most probably apply to the alleged separate 
inventions. Reconsideration and withdrawal of the restriction requirement are, 
therefore, respectfully requested. 

However, for the sake of facilitation of prosecution and in order to comply with 
the Examiner's requirement, Applicants elect the following species with traverse: 



x 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



Response to Restriction Requirement 



Sir: 



traversed. 
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In re Application of: Anandan Palani, t al. 
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HI d: November 28, 2001 




The above-noted compound is in claim 1 1 and found on page 99 of the specification. 

No fees are believed to be due with this response. If any fees are determined 
to be due by this paper, the Commissioner is hereby authorized to deduct such fees 
from Account No. 19-0365 

The Examiner is requested to call the undersigned attorney on any matter 
connected with this application. 

Respectfully submitted, 

William Lee 
Reg. No. 46.100 
Attorney for Applicants 
(908) 298-2161 
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Application No.: 09/995,949 
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Certificate of Transmission under 37 CFR 1.8 



I hereby certify that this correspondence is being facsimile transmitted to the 
United States Patent and Trademark Office (703) 308-4556 ) 



on 03/0S/2QO3 



Date 



Signature 
William Y. Lee, Reg. No. 46, 100 



Typed or printed name of person signing Certificate 

Note: Each paper must have its own certificate of transmission, or chis certificate must identify 
each submitted paper. 

Documents enclosed: 
Response to Restriction Requirement (2 Pages) 

TrarcrnittalFormPTO/SB/21 - 1 Page 

Fax Cover Sheet (1 Page) 



Burden Hour Statement: This form is estimated la take 0,03 hours to complets. Time nil van depending upon U»a needs of the Individual case. 
Any comments on the amount of Bme lequlrca to complete this form should be sent Id me Chief Information Officer. U.S. Patent and Trademark 
Otiiee. Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEMD TO: Assistant Commlssionai' tar Patents. 
Washington. 0c 20231. 
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Schering-Plough Corporation 

Law Department 
2000 Galloping Hill Road 
K-6-1, Mail Stop 1990 
Kenilworth, New Jersey 07033 
(908) 298-4000 
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FAX NUMBER; 



USPTO 

Attention: Examine* Hong Liu 



(703) 308-4556 



FROM: 

William Y. Lee 

TOTAL NO. OF PAGES INCLUDING COVER 
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PHONE NUMBER: 

(908) 298-2161 



DATE 



March 5, 2003 



FAX RECEIVED 

MAR 6 2003 
GROUP 1600 



OFFIC IAL 



CQ7SJFTDEMTIALITV TMOTE-. This sheet and/or the documeiit(s) accompanying it contain 
information belonging to Schering-Plough Corporation and/ot its affiliates which is confidential 
and/or legally privileged. The information is intended only fot the use of the individual ot entity 
named above. If you have teceived tibia fax in error, please immediately notify us by telephone. If 
there is a problem with this transmission please call Shawn Armstrong at (908) 298-5255. 



N O'f ES/COMMENTS: 

PLEASE HAND DELIVER TO THE ATTENTION OF EXAMINER HONG LIU 
Response to Restriction Requirement enclosed. 



In re Application of: Anandan Palani et al. 

For Patent For: MCH Antagonists and Their Use in the Treatment of Obesity 

Group Art Unit: 1624 

Serial No.: 09/995,949 

Filed: 11/28/2001 

Attorney Docket No. CN01365K 

Enclosed please find the following documents: 

*Response to Restriction Requirement (2 Pages) 
♦Transmittal Form PTO/SB/21 (1 Page) 

Certificate of Transmission under 37 CFR 1. 8 PTO/SB/97 (1 Page) 
*Fax Cover Sheet (1 Page) 
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Application Number 
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Group Art Unit 



Examiner Name 



Attorney Docket Numbei CN01365K 



11/28/2001 



Anandan Palani 



1624 



Liu, Hong 



ENCLOSURES (chmck all that tpply) 
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Amendment / Response 
\ I After Final 
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j I Extension of Time Request 

I I Express ADandonment Request 
j j Information Disclosure Stetemar t 

□ 
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□ Assignment Papers 
(for an Application) 

| \ Drawing(s) 

I ) Licensing-related papers 
j "j PeUUon Routing SIipJPTO/SB/69) 



and Accompanying Petition 

□ Petition 10 Convert V> a 
Provisional Application 

□ Power erf Attorney, Revocation 
Change of Correspondence 
I . Address 

I I Terminal Disclaimer 
|~"~| Small Entity Statement 
j^J Request for Refund 



Certified Copy of Priority 
Documents) 

Response to Missing Parts/ 
Incomplete Application 



□ 



Response to Missing 
Parts under 37 CFR 
1.52 or 1.53 



Remarks 



□ After Allowance Communication 
to Group 

□ Appeal Communication to Boare 
of Appeals and Interferences 

□ Appeal Communication to Grout 
(dfpaaf Noli*. Briar. Reel* Brtal) 

j | Proprietary Information 
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Certificate of Transmission 
(1 page); Fax Cover Sheet (1 
PageJL 



SIGNATURE OF APPLICANT. ATTORNEY. OR AGENT 



Firm 
or 

Individual name 
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Data 



William Y. Lee, Reg- No. 46,100 



03/05/2003 



CERTIFICATE OF MAILING 



1 hereby certify that this correspondence Is being deposited wtt. the United IBwMtl Servlc ^r^S mail 'H m. 
envelope addressed to: Assistant Commissioner for Patents. Washington, D.C. 20231 on this d a tp03/OS/03 



Typed or printed name Willi grn Y. Lee 



» signature ■ 

Burden Hour Statement: ft torn, Z "^dTX WSSX&ZtSg 

^S^cTv^™: d'o'^Td^nT's^ r^O^^M^lETEDtoRMl T 0 ' THIS ADDRESS. SEND Ta Assistant 
Commtssloner for Patents. Weahlngton, DC 20231. 
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GROUP 1600 



FROM; 

William Y.Lee 



PHONE NUMBER; 

(908) 298-2161 



TOTAL NO. OF PAGES INCLUDING COVER 
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DATE 



March 5, 2003 



CONFIDENTIALITY NOTE; This sheet and/or the documeut(s) accompanying it contain 
information belonging to Schering-Plough Corporation and/or its affiliates which is confidential 
and/or legally pxivileged. The information is intended only for the use of the individual or entity 
named above. If you have received this fax in error, please immediately notify us by telephone. If 
there is a problem with this transmission please call Shawn Armstrong at (908) 298-5255. 
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